COMMON REGULATIONS UNDER THE MADRID AGREEMENT CONCERNING
THE INTERNATIONAL REGISTRATION OF MARKS AND
THE PROTOCOL RELATING TO THAT AGREEMENT

(as in force on April 1, 2007)

LIST OF RULES
Chapter 1. General Provisions
Rule 1: Abbreviated Expressions
Rule 2: Communication with the International Bureau
Rule 3: Representation Before the International Bureau
Rule 4: Calculation of Time Limits
Rule 5: Irregularities in Postal and Delivery Services
Rule 6: Languages
Rule 7: Notification of Certain Special Requirements
Chapter 2: International Applications
Rule 8: Several Applicants
Rule 9: Requirements Concerning the International Application
Rule 10: Fees Concerning the International Application ‘
Rule 11: Irregularities Other Than Those Concerning the Classification of Goods and
Services or Their Indication
Rule 12: Irregularities With Respect to the Classification of Goods and Services
Rule 13: Irregularities With Respect to the Indication of Goods and Services
Chapter 3: - International Registrations
Rule 14: Registration of the Mark in the International Register
Rule 15: Date of the International Registration
Chapter 4: Facts in Contracting Parties Affecting International Registrations
Rule 16: Time Limit for Notifying Provisional Refusal Based on an Opposition
Rule 17: Provisional Refusal and Statement of Grant of Protection
Rule 18: Irregular Notifications of Provisional Refusal
Rule 19: Invalidations in Designated Contracting Parties
Rule 20: Restriction of the Holder’s Right of Disposal
Rule 20bis:  Licenses
Rule 21: Replacement of a National or Regional Registration by an International
Registration
Rule 21bis  Other Facts Concerning Seniority Claim
Rule 22: Ceasing of Effect of the Basic Application, of the Registration Resulting
Therefrom, or of the Basic Registration
Rule 23: Division or Merger of the Basic Applications, of the Registrations Resulting

Therefrom, or of the Basic Registrations



2 COMMON REGULATIONS UNDER THE MADRID AGREEMENT AND PROTOCOL

Chapter 5. Subsequent Designations, Changes
Rule 24: Designation Subsequent to the International Registration
Rule 25: Request for Recording of a Change; Request for Recording of a Cancellation
Rule 26: Irregularities in Requests for Recording of a Change and for Recording of a
Cancellation
Rule 27: Recording and Notification of a Change or of a Cancellation; Merger of
International Registrations; Declaration That a Change in Ownership or a
Limitation Has No Effect
Rule 28: Corrections in the International Register
Chapter 6. Renewals
Rule 29: Unofficial Notice of Expiry
Rule 30: Details Concerning Renewal
Rule 31: Recording of the Renewal; Notification and Certificate
Chapter 7: Gazette and Data Base
Rule 32: Gazette
Rule 33: Electronic Data Base
Chapter 8: Fees
Rule 34: Amounts and Payment of Fees
Rule 35: Currency of Payments
Rule 36: Exemption From Fees
Rule 37: Distribution of Supplementary Fees and Complementary Fees
Rule 38: Crediting of Individual Fees to the Accounts of the Contracting Parties
Concerned
Chapter 9: Miscellaneous
Rule 39: Continuation of Effects of International Registrations in Certain Successor
States
Rule 40: Entry into Force; Transitional Provisions

Rule 41: Administrative Instructions



COMMON REGULATIONS UNDER THE MADRID AGREEMENT AND PROTOCOL 3

Chapter 1
General Provisions

Rule 1
Abbreviated Expressions

For the purposes of these Regulations,

(1) “Agreement” means the Madrid Agreement Concerning the International Registration of
Marks of April 14,1891, as revised at Stockholm on July 14,1967, and amended on
September 28, 1979;

(ii) “Protocol” means the Protocol Relating to the Madrid Agreement Concerning the
International Registration of Marks, adopted at Madrid on June 27, 1989,

(iii) “Contracting Party” means any country party to the Agreement or any State or
intergovernmental organization party to the Protocol;
(iv) “Contracting State” means a Contracting Party that is a State;

(v) “Contracting Organization” means a Contracting Party that is an intergovernmental

organization;
(vi) “international registration” means the registration of a mark effected under the
Agreement or the Protocol or both, as the case may be;
(vii) “international application” means an application for international registration filed under
the Agreement or the Protocol or both, as the case may be;
(viii) “international application governed exclusively by the Agreement” means an
international application whose Office of origin is the Office
— of a State bound by the Agreement but not by the Protocol, or
— of a State bound by both the Agreement and the Protocol where all the States
designated in the international application are bound by the Agreement (whether or
not those States are also bound by the Protocol);
(ix) “international application governed exclusively by the Protocol” means an international
application whose Office of origin is the Office
— of a State bound by the Protocol but not by the Agreement, or
— of a Contracting Organization, or
— of a State bound by both the Agreement and the Protocol where the international
application does not contain the designation of any State bound by the Agreement;

(x) “international application governed by both the Agreement and the Protocol” means an
international application whose Office of origin is the Office of a State bound by both the
Agreement and the Protocol and which is based on a registration and contains the designations

— of at least one State bound by the Agreement (whether or not that State is also bound
by the Protocol), and
— of at least one State bound by the Protocol but not by the Agreement or of at least one
Contracting Organization;
(xi) “applicant” means the natural person or legal entity in whose name the international
application is filed;
(xii) “legal entity” means a corporation, association or other group or organization which,
under the law applicable to it, is capable of acquiring rights, assuming obligations and suing or
being sued in a court of law;
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(xiil) “basic application” means the application for the registration of a mark that has been
filed with the Office of a Contracting Party and that constitutes the basis for the international
application for the registration of that mark;

(xiv) “basic registration” means the registration of a mark that has been effected by the Office
of a Contracting Party and that constitutes the basis for the international application for the
registration of that mark;

(xv) “designation” means the request for extension of protection (“territorial extension”)
under Article 3ter(1) or (2) of the Agreement or under Article 3fer(1) or (2) of the Protocol, as the
case may be; it also means such extension as recorded in the International Register;

(xvi) “designated Contracting Party” means a Contracting Party for which the extension of
protection (“territorial extension”) has been requested under Article 3ter(1) or(2) of the
Agreement or under Article 3fer(1) or (2) of the Protocol, as the case may be, or in respect of
which such extension has been recorded in the International Register;

(xvii) “Contracting Party designated under the Agreement” means a designated Contracting

Party for which the extension of protection (“territorial extension”) requested under
Article 3ter(1) or (2) of the Agreement has been recorded in the International Register;
(xviibis) “Contracting Party whose designation is governed by the Agreement” means a
Contracting Party designated under the Agreement or, where a change of ownership has been
recorded and the Contracting Party of the holder is bound by the Agreement, a designated
Contracting Party which is bound by the Agreement;

(xviil) “Contracting Party designated under the Protocol” means a designated Contracting Party
for which the extension of protection (“territorial extension”) requested under Article 3zer(1)
or (2) of the Protocol has been recorded in the International Register;

(xix) “notification of provisional refusal” means a declaration by the Office of a designated

Contracting Party, in accordance with Article 5(1) of the Agreement or Article 5(1) of the
Protocol;
(xixbis) “invalidation” means a decision by the competent authority (whether administrative or
judicial) of a designated Contracting Party revoking or cancelling the effects, in the territory of
that Contracting Party, of an international registration with regard to all or some of the goods or
services covered by the designation of the said Contracting Party;

(xX) “Gazette” means the periodical gazette referred to in Rule 32;

(xxi) “holder” means the natural person or legal entity in whose name the international
registration is recorded in the International Register;

(xxii) “International Classification of Figurative Elements” means the Classification
established by the Vienna Agreement Establishing an International Classification of the Figurative
Elements of Marks of June 12, 1973;

(xxiii) “International Classification of Goods and Services” means the Classification
established by the Nice Agreement Concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks of June 15, 1957, as revised at Stockholm
on July 14, 1967, and at Geneva on May 13, 1977,

(xxiv) “International Register” means the official collection of data concerning international
registrations maintained by the International Bureau, which data the Agreement, the Protocol or
the Regulations require or permit to be recorded, irrespective of the medium in which such data
are stored,;

(xxv) “Office” means the Office of a Contracting Party in charge of the registration of
marks, or the common Office referred to in Article 9quater of the Agreement or
Article 9guater of the Protocol, or both, as the case may be;

(xxvi) “Office of origin” means the Office of the country of origin defined in Article 1(3) of
the Agreement or the Office of origin defined in Article 2(2) of the Protocol, or both, as the
case may be;
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(xxvibis)“Contracting Party of the holder” means
— the Contracting Party whose Office is the Office of origin, or
— where a change of ownership has been recorded or in the case of State succession,
the Contracting Party, or one of the Contracting Parties, in respect of which the
holder fulfills the conditions, under Articles 1(2) and 2 of the Agreement or under
Article 2 of the Protocol, to be the holder of an international registration;
(xxvii) “official form” means a form established by the International Bureau or any form
having the same contents and format;
(xxviii) “prescribed fee” means the applicable fee set out in the Schedule of Fees;
(xxix) “Director General” means the Director General of the World Intellectual Property
Organization;
(xxx) “International Bureau” means the International Bureau of the World Intellectual
Property Organization.
(xxxi) “Administrative Instructions” means the Administrative Instructions referred to in
Rule 41.

Rule 2
Communication with the International Bureau

Communications addressed to the International Bureau shall be effected as specified in
the Administrative Instructions.

Rule 3
Representation Before the International Bureau

(1) [Representative; Number of Representatives] (a) The applicant or the holder may
have a representative before the International Bureau.

(b) The applicant or the holder may have one representative only. Where the
appointment indicates several representatives, only the one indicated first shall be considered to
be a representative and be recorded as such.

(c) Where a partnership or firm composed of attorneys or patent or trademark agents
has been indicated as representative to the International Bureau, it shall be regarded as one
representative.

(2) [Appointment of the Representative] (a) The appointment of a representative may be
made in the international application, or in a subsequent designation or a request under Rule 25.
(b) The appointment of a representative may also be made in a separate communication
which may relate to one or more specified international applications or international registrations
of the same applicant or holder. The said communication shall be presented to the International
Bureau
(i) by the applicant, the holder or the appointed representative, or
(i) by the Office of the Contracting Party of the holder.
The communication shall be signed by the applicant or the holder, or by the Office through which
it was presented.

(3) [Irregular Appointment] (a) Where the International Bureau considers that the
appointment of a representative under paragraph (2) is irregular, it shall notify accordingly the
applicant or holder, the purported representative and, if the sender or transmitter is an Office, that
Office.
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(b) As long as the relevant requirements under paragraph (2) are not complied with, the
International Bureau shall send all relevant communications to the applicant or holder himself.

(c) As long as the relevant requirements under paragraphs (1)(b) and (2) are not
complied with, the International Bureau shall send all relevant communications to the applicant or
holder himself.

(4) [Recording and Notification of Appointment of a Representative; Effective Date of
Appoiniment] (a) Where the International Bureau finds that the appointment of a representative
complies with the applicable requirements, it shall record the fact that the applicant or holder has a
representative, as well as the name and address of the representative, in the International Register.
In such a case, the effective date of the appointment shall be the date on which the International
Bureau received the international application, subsequent designation, request or separate
communication in which the representative is appointed.

(b) The International Bureau shall notify the recording referred to in subparagraph (a) to
both the applicant or holder and the representative. Where the appointment was made in a
separate communication presented through an Office, the International Bureau shall also notify
the recording to that Office.

(5) [Effect of Appointment of a Representative] (a) Except where these Regulations
expressly provide otherwise, the signature of a representative recorded under paragraph (4)(a)
shall replace the signature of the applicant or holder.

(b) Except where these Regulations expressly require that an invitation, notification or
other communication be addressed to both the applicant or holder and the representative, the
International Bureau shall address to the representative recorded under paragraph (4)(a) any
invitation, notification or other communication which, in the absence of a representative, would
have to be sent to the applicant or holder; any invitation, notification or other communication so
addressed to the said representative shall have the same effect as if it had been addressed to the
applicant or holder.

(c) Any communication addressed to the International Bureau by the representative
recorded under paragraph (4)(a) shall have the same effect as if it had been addressed to the said
Bureau by the applicant or holder.

(6) [Cancellation of Recording; Effective Date of Cancellation] (a) Any recording under
paragraph (4)(a) shall be cancelled where cancellation is requested in a communication signed by
the applicant, holder or representative. The recording shall be cancelled ex officio by the
International Bureau where a new representative is appointed or, in case a change in ownership
has been recorded, where no representative is appointed by the new holder of the international
registration.

(b) Subject to subparagraph (c), the cancellation shall be effective from the date on
which the International Bureau receives the corresponding communication.
(c) Where the cancellation is requested by the representative, it shall be effective from
the earlier of the following:
(i) the date on which the International Bureau receives a communication appointing
a new representative;
(ii) the date of the expiry of a period of two months counted from the receipt of the
request of the representative that the recording be cancelled.
Until the effective date of the cancellation, all communications referred to in paragraph (5)(b)
shall be addressed by the International Bureau to both the applicant or holder and the
representative.
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(d) The International Bureau shall, upon receipt of a request for cancellation made by
the representative, notify accordingly the applicant or holder, and add to the notification copies of
all communications sent to the representative, or received by the International Bureau from the
representative, during the six months preceding the date of the notification.

(e¢) The International Bureau shall, once the effective date of the cancellation is known,
notify the cancellation and its effective date to the representative whose recording has been
cancelled, to the applicant or holder and, where the appointment of the representative had been
presented through an Office, to that Office.

Rule 4
Calculation of Time Limits

(1) [Periods Expressed in Years] Any period expressed in years shall expire, in the
relevant subsequent year, in the month having the same name and on the day having the same
number as the month and the day of the event from which the period starts to run, except that,
where the event occurred on February 29 and in the relevant subsequent year February ends on
the 28th, the period shall expire on February 28.

(2) [Periods Expressed in Months] Any period expressed in months shall expire, in the
relevant subsequent month, on the day which has the same number as the day of the event from
which the period starts to run, except that, where the relevant subsequent month has no day with
the same number, the period shall expire on the last day of that month.

(3) [Periods Expressed in Days] The calculation of any period expressed in days shall
start with the day following the day on which the relevant event occurred and shall expire
accordingly.

(4) [Expiry on a Day on Which the International Bureau or an Office Is Not Open to the
Public] If a period expires on a day on which the International Bureau or the Office concerned is
not open to the public, the period shall, notwithstanding paragraphs (1) to (3), expire on the first
subsequent day on which the International Bureau or the Office concerned is open to the public.

(5) [Indication of the Date of Expiry] The International Bureau shall, in all cases in which
it communicates a time limit, indicate the date of the expiry, according to paragraphs (1) to (3), of
the said time limit.

Rule 5
Irregularities in Postal and Delivery Services

(1) [Communications Sent Through a Postal Service] Failure by an interested party to
meet a time limit for a communication addressed to the International Bureau and mailed through a
postal service shall be excused if the interested party submits evidence showing, to the satisfaction
of the International Bureau,

(i) that the communication was mailed at least five days prior to the expiry of the
time limit, or, where the postal service was, on any of the ten days preceding the day of expiry of
the time limit, interrupted on account of war, revolution, civil disorder, strike, natural calamity, or
other like reason, that the communication was mailed not later than five days after postal service
was resumed,



























































































































